IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

THE G DEONS | NTERNATI ONAL, | NC. : CIVIL ACTI ON
V. :
G DEON 300 M NI STRIES, | NC. NO 97-7251

MEMORANDUM AND ORDER

HUTTON, J. May 3, 1999

Presently before the Court are the Plaintiff The G deons
International, Inc.’s Mdttion for Summary Judgnent (Docket No. 17),
t he Menorandumin Support of the Plaintiff’s Mdtion (Docket No. 20)
the Defendant G deon 300 Mnistries, Inc.’s Response (Docket No.
23), and the Plaintiff’s Reply Brief (Docket No. 26), the
Defendant’s Mdtion for Summary Judgnent (Docket No. 18), and the
Plaintiff’s response thereto (Docket No. 24). For the reasons

stated bel ow, the Defendant’s Mdtion for Summary Judgnment i s DENI ED

and the Plaintiff’s Mdtion for Summary Judgnent i s DEN ED.

. BACKGROUND

This is a trademark infringenent case. On Novenber 26,
1997, The G deons International, Inc. (“The G deons” or
“Plaintiff”) filed a conplaint agai nst G deon 300 Mnistries, Inc.
(“G deon 300" or “Defendant”) alleging trademark infringenment

pursuant to 15 U S.C. 8§ 1114(1), 1125(a) and (c) in addition to
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state law clains. Both parties now nove for summary judgnent
pursuant to Federal Rule of Cvil Procedure 56(c).

The G deons, founded in 1899, serves as an extended
m ssionary armof the church and is the oldest Christian business
and professional nen's associationinthe United States of Anerica.
The G deons deal in the distribution and placenent of Bibles
t hroughout the United States and around the worl d. The G deons
first began to use the nanmes and nmarks G DEON and G DEONS in
interstate conmerce in connection wthits services descri bed above
in 1903 on nmagazines and other printed literature, and has
continued that use to the present tine.

G deon 300 was founded in 1996 for the purpose of
distributing food to the honeless. In connection with its
activities, Gdeon 300 Mnistries distributes on an annual basis
approxi mately 15,000 pieces of literature where the nanes G DEON
300 and/or G DEON 300 M NI STRI ES appear. G deon 300 al |l eges that
t he nanme “G deon” can be traced back to the A d Testament book of
Judges, which is approximtely 3,000 years old. It contends that
since that tinme, hundreds, if not thousands of organizations have
lawful |y used the word G deon in connection with their business or
activity. Because discovery has been conpleted in this case, the

parties’ notions for summary judgnent are ripe for review



1. SUMVARY JUDGVENT STANDARD

Summary judgnment is appropriate “if the pleadings,
depositions, answers to interrogatories, and adm ssions on file,
together with the affidavits, if any, showthat there is no genui ne
issue as to any material fact and that the noving party is entitled
to a judgnent as a matter of law” Fed. R Gv. P. 56(c). The
party noving for summary judgnent has the initial burden of show ng

the basis for its nmotion. See Celotex Corp. v. Catrett, 477 U. S

317, 323 (1986). Once the novant adequately supports its notion
pursuant to Rul e 56(c), the burden shifts to the nonnoving party to
go beyond the nere pleadings and present evidence through
affidavits, depositions, or adnmissions on file to show that there
is a genuine issue for trial. See id. at 324. A genuine issue is
one in which the evidence is such that a reasonable jury could

return a verdict for the nonnoving party. See Anderson v. Liberty

Lobby, Inc., 477 U.S. 242, 248 (1986).

When deciding a notion for summary judgnent, a court nust
draw all reasonable inferences in the light nost favorable to the

nonnovant . See Big Apple BMN Inc. v. BMNof N Am, Inc., 974

F.2d 1358, 1363 (3d G r. 1992). Moreover, a court may not consi der
the credibility or weight of the evidence in deciding a notion for
summary judgnent, even if the quantity of the noving party’s
evi dence far outwei ghs that of its opponent. See id. Nonetheless,

a party opposing sumrary judgnment nust do nore than rest upon nere
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al | egations, general denials, or vague statenents. See Trap Rock

Indus., Inc. v. Local 825, 982 F.2d 884, 890 (3d Cr. 1992).

1. D SCUSSI ON

A. The Law of Tradenark

To succeed in a claimfor trademark infringenent under
section 32 of the Lanham Act, the owner of a valid and legally
protectabl e mark, such as The G deon, nust show t hat the def endant
has used a confusingly simlar mark. Section 32(1) provides in
pertinent part:

Any person who shall, wthout the consent of the
registrant--

(a) use in conmmerce any reproduction, counterfeit,
copy, or colorable imtation of a registered mark in
connecti on wth t he sal e, of fering for sal e,
di stribution, or advertising of any goods or services on
or in connection with which such use is likely to cause
confusion, or to cause m stake, or to deceive; ... shall
be liable in a civil action by the registrant....

15 U.S.C. 8 1114(1) (enphasis added).

The same standard is enbodied in section 43(a) of the
Lanham Act, which governs unfair conpetition clains. That section
provides, in pertinent part:

Any person who, on or in connection with any goods or
services, ... uses in commerce any word, term nane,
synbol , or device ... or any fal se designation of origin

whi ch- -

(A) is likely to cause confusion, or to cause m st ake,
or to deceive as to ... the origin, sponsorship, or
approval of [his or her] goods, services, or conmerci al
activities by another person ... shall be liable in a



civil action by any person who believes that he or she
is or is likely to be danmaged by such act.

15 U.S.C. 8§ 1125(a)(1l) (enphasis added).

To prove trademark infringenment, under both federal and
Pennsyl vania |l aw, a plaintiff nust show (1) that the mark is valid
and legally protectable; (2) that the mark is owned by the
plaintiff; and (3) that the defendant's use of the mark to identify
goods or services is likely to create confusion concerning the

origin of the goods or services. Fisons Horticulture, Inc. V.

Viogoro Industries, 1Inc., 30 F.3d 466, 472 (3rd Cir.1994)

(citations omtted); See also Guardian Life Ins. v. Anerican

GQuardian Life Assur., 943 F. Supp. 509, 517 (E. D. Pa. 1996) (citations

omtted) ("The el ements of a cause of action for unfair conpetition
under Pennsyl vani a common | aw are identical to those under [federal
lawj, with the exception that the goods need not have traveled in

interstate commerce.").

B. Plaintiff’'s daim

It is not refuted that the Plaintiff satisfies the first
two elenents. First, the Plaintiff’s marks (G DEON and G DEONS)
are valid and legally protectable. Second, The G deons owns the
marks. Thus, the Court need not consider those issues now  For
t he reasons stated bel ow, however, the Court finds that a genui ne
issue of material fact exists with regard to the third el enent.

This Court cannot find as a matter of |aw that G deon 300's use of



the GDEONmark is likely to create confusion concerning the origin
of the goods or services. Accordingly, this Court is unable to

resolve this case on a notion for sunmary judgnent.

1. Confusion
The Third Circuit has explained that the third el enent,
i kelihood of confusion, exists "when the consunmers view ng the
mark would probably assune that the product or service it
represents i s associated with the source of a different product or
service identified by a simlar mark." Fisons, 30 F.3d at 472

(citing Dranoff-Perlstein Assoc. v. Sklar, 967 F.2d 852, 862 (3d

Cir.1992) (internal quotations omtted)). Aplaintiff's show ng of
proof for the third elenment depends on whether the products or
services offered by the trademark owner and the alleged infringer
are in conpetition. |If plaintiff and defendant deal in conpeting
products or services, "the court need rarely | ook beyond the mark
itself." Id. at 472(citing Lapp, 721 F.2d at 462 (further
citations omtted)). For conpeting products or services, the court
focuses on the marks to determ ne whether they are "confusingly

simlar."” 1d. at 473 (citing Country Floors, Inc. v. Gepner, 930

F.2d 1056, 1063 (3d Cir.1991)). However, where the products or
services are not conpeting, the simlarity of the marks is only one
of the factors the court mnmust examne to determ ne |ikelihood of

conf usi on.



a. Conpetition

In determining whether the Plaintiff's and the
Defendant's products and services are in conpetition, courts
exam ne whether the products and services can be substituted or

i nterchanged for one another. See Safequard Bus. Systens Inc. V.

New England Bus. Systens, Inc., 696 F. Supp. 1041, 1044

(E. D. Pa. 1988). In this case, The GGdeons’ contend that it
di stributes and pl aces Bi bl es in such public institutions as hotels
and hospitals. Conversely, G deon 300 clains that it provides
meal s to the honel ess.

Nonet hel ess, both The G deons and G deon 300 seek to
introduce the public to the Christian faith through various
met hods. Al t hough G deon 300 does not distribute Bibles, it does
have a “Read the Bible in a Year” program and conducts Christian
mnistries. In fact, The G deons is involved wth churches and
institutions that G deon 300 is involved. Thus, the Court finds
that a genuine i ssue of fact exists as to whether the Plaintiff and

t he Defendant deal in conpeting products or services.

b. The Third Crcuit's ten Lapp factors

Where plaintiff and defendant deal in non-conpeting
products or services, as is the case here, the Third Crcuit has
hel d that "the court nust | ook beyond the trademark to the nature
of the products or services, and to the context in which they are

mar keted and sol d. The closer the relationship between the

-7-



products or services, and the nore simlar their sales contexts,
the greater the |ikelihood of confusion." Lapp, 721 F.2d at 462
(citations omtted).

Li kel i hood of confusion is also the test for actions
brought wunder section 43(a) of the Lanham Act, 15 US C 8§
1125(a) (1) (A, for unfair conpetition to prevent fal se
representations as to the source or origin of products or services
by a mark confusingly simlar to one already in use. Fisons, 30

F.3d at 473; see, e.q., Sun-Fun Products, Inc. v. Suntan Research

& Developnent Inc., 656 F.2d 186, 192 (5th Cr.1981) (finding

factors relevant to unfair conpetition clai munder 15 U. S.C. § 1125
"essentially the sanme" as those factors relevant to tradenmark
infringenment claimunder 15 U.S.C. 8§ 1114). As the United States
Suprene Court has commented in an historical context, "The |aw of
unfair conpetition has its roots in the common-|law tort of deceit:
its general concernis with protecting consuners fromconfusion as

to source." Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489

UusS 141, 157, 109 S.C. 971, 103 L.Ed.2d 118 (1989).

The Third Circuit applies a ten factor test to determ ne
i kel i hood of confusion in cases of trademark infringenent and
unfair conpetition involving non-conpeting products or services.

Fisons, 30 F.3d at 473 (citing Dranoff-Perlstein, 967 F.2d at

862-63; Ford Mbtor Co., 930 F.2d at 293; Lapp, 721 F.2d at 463;

Scott Paper, 589 F.2d at 1229). These ten factors, known as the




Lapp factors, or the Scott Paper factors, include:

(1) The degree of simlarity between the owner's trademark and
the alleged infringing mark;

(2) The strength of the owner's nmark;

(3) The price of the products or services and other factors
indicative of the care and attention expected of consuners when
maki ng a purchase;

(4) The length of time defendant has used the mark w thout
evi dence of actual confusion arising;

(5) Defendant's intent in adopting the mark;

(6) Evidence of actual confusion;

(7) Wether the products or services, though not conpeting, are
mar ket ed t hrough the sanme channels of trade and advertised in the
same nedi a;

(8) The extent to which targets of the parties' sales efforts are
t he sane;

(9) The relationship of the products or services in the m nds of
consuners because of the simlarity of function; and

(10) O her facts suggesting that the consum ng public m ght
expect the prior owner to manufacture a product or provide a
service in the defendant's market, or that he is likely to expand
into that market.

See Fisons, 30 F.3d at 473; Lapp, 721 F.2d at 463; Scott Paper,

589 F.2d at 1229.



The Third Crcuit has made it clear that the plaintiff
does not have to prove actual confusion if the mark is registered
and incontestable; "likelihood of confusion is all that need be

shown."” Fisons, 30 F.3d at 472 (citing Ford Mdtor Co., 930 F. 2d at

292 (internal citations omtted)). Where plaintiff's and
defendant's products and services are not in direct conpetition,
the court applies the ten Lapp factors. [d. at 475. In applying
the Lapp factors, the court nust weigh each factor separately,
however, not all ten factors nust be weighed equally. 1d. at 476.
The Third G rcuit has explained that "[t]he weight given to each
factor in the overall picture, as well as its weighing for
plaintiff or defendant, nust be done on an individual fact-specific
basis." 1d. at 476 n. 11. Mbreover, the court nust treat each
trademark infringenent case as fact-specific; the court nust,
therefore, decide a case based on its unique own circunstances.

See Scott Paper, 589 F.2d at 1231.

In the present matter, the Court finds that it has
i nsufficient evidence before it tofind as a matter of lawthat the
Lapp factors decisively favor one party or the other.

An appropriate Order follows.
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IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

THE G DEONS | NTERNATI ONAL, | NC. : ClVIL ACTI ON
V. :
G DEON 300 M NI STRI ES, | NC. 5 NO. 97-7251
ORDER
AND NOW this 3rd day of May, 1999, upon
consideration of the Plaintiff The G deons International, Inc.’s

Motion for Summary Judgnent (Docket No. 17), the Menorandum in
Support of the Plaintiff’s Mtion (Docket No. 20) the Defendant
G deon 300 Mnistries, Inc.’s Response (Docket No. 23), and the
Plaintiff’s Reply Brief (Docket No. 26), the Defendant’s Mtion for
Summary Judgnent (Docket No. 18), and the Plaintiff’'s response
thereto (Docket No. 24), IT IS HEREBY ORDERED t hat the Defendant’s

Motion for Summary Judgnent is DENIED and the Plaintiff’s Mtion

for Summary Judgnent i s DEN ED.

BY THE COURT:

HERBERT J. HUTTON, J.



